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Request for Expedited Procedure 
Under 37 CFR § 1.116 
Group Art Unit 1742 



REMARKS 

An obvious typographical error in claim 4 has been corrected by the 
foregoing amendments. Before the amendment, claims 3 and 4 were duplicates. 

Claim 9 has been amended to specify the soldering temperature range set 
forth in the Table on page 13 of the application. In light of this change, it is respectfully 
submitted that the rejection based on § 112 can be withdrawn. 

Claims 1-4 and 9 were rejected under 35 U.S.C 103 over CN '260. This 
rejection is respectfully traversed. 

The Chinese reference relates to a braze which is made by melting a mixture 
of tin, silver, copper and CuCrl3 at 400-500 °C, forming ingots and then re-melting the 
ingots at 400-500 °C. The composition of this reference does not fall within the scope of 
the rejected claims since it must contain 0.2 to 1.5% copper which is not one of the 
recited elements in the rejected claims and the "consisting essentially of" language of 
the claims under consideration prevents an interpretation so as to include the copper. 
The presence of copper can make the liquidus-line temperature higher and therefore 
make the melting temperature higher. The presence of copper, therefore, has a material 
effect on the composition. 

A braze, such as that which is the subject of the Chinese reference, is 
sometimes called "hard solder" and is different from the "soft solder" of the present 
invention. The difference between hard and soft solder reflects their melting 
temperature and there is disagreement on precisely where the dividing line between 
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them falls. Regardless of the dividing temperature, hard solders containing copper 
typically have a high melting point of, say, 800°C or greater as shown in the attached 
literature. The Chinese reference refers in its title to a "low" melting point braze and 
the particular composition disclosed, which contains copper, melts at 400-500°C In 
contrast, the solders of the present invention have a soldering temperature of 350°C or 
less and they are therefore clearly different from the braze of the Chinese reference. 
The Examiner has recognized the difference and therefore based the rejection on § 103. 

It has long been established that it is improper to combine references if the 
effect is to destroy the invention on which one of the references is based. See, e.g., Ex 
parte Hartmann, 186 U.S.P.Q. 366 (Bd. App. 1974). It is respectfully submitted that it is 
likewise improper to rely on a single reference when to do so requires elimination of an 
element taught to be necessary. Thus, any rejection based on obviousness where a 
component of the prior art reference is required to be eliminated requires that there be 
motivation to eliminate that element. In the present case, there is no teaching or 
suggestion of eliminating copper from the Chinese composition nor is there any 
motivation to do so. In order to have a prima facie obviousness rejection, the burden is 
on the Examiner to identify a motivation for eliminating the copper and that has not 
been done here. It is respectfully submitted that there is no such motivation. 

In light of the foregoing considerations, withdrawal of the rejection based on 
the Chinese reference is respectfully solicited. 

Claims 1-4 and 7-9 were rejected under 35 USC 103 over Tanaka '242. that 
rejection is respectfully traversed. 
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The Tanaka '242 reference teaches a tin-based white metal bearing alloy 
which can contain up to 9% copper. In addition, an essential element of the Tanaka 
'242 composition is nickel in an amount of more than 2%. At the top of column 3 of this 
reference, it is pointed out that the nickel presence is essential and that any content of 
Ni which less than 2% produces poor effects. The nickel, and the copper when present, 
in Tanaka '242 clearly materially affect the basic characteristic of the composition. 
There is no teaching or suggestion of any composition which contains neither nickel nor 
copper nor is there anything which provides a motivation for eliminating these 
materials. In the absence of even a hint of motivation, a prima facie basis for rejection 
has not been established. 

Claims 5, 6 and 10-15 have been rejected under 35 USC 103 over Tanaka '242 
in combination with Tanaka '236. This rejection is also respectfully traversed. 

Tanaka '242 has been discussed above and the deficiencies in that reference 
are equally applicable here. Tanaka '236 has been cited to show a backing plate which 
can be plated with copper and thus Tanaka '236 has not been asserted to cure any of the 
basic deficiencies in Tanaka '242. In fact, it does not do so. Moreover, Tanaka '236 is 
predicated on the use of a lead containing alloy whereas Tanaka '242 does not contain 
lead. There is no basis for combining the two Tanaka patents nor has any motivation 
for doing so been suggested. Accordingly, it is respectfully submitted that this rejection 
is also not tenable. 
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In light of all of the foregoing, it is respectfully submitted that this application 
is now in condition to be allowed and the early issuance of a Notice of Allowance is 
respectfully solicited. 

Dated: May 6, 2004 Respectfully submitted, 

By 

Edward A. Meilman 

Registration No.: 24,735 

DICKSTEIN SHAPIRO MORIN & 
OSHINSKY LLP 

1177 Avenue of the Americas 

41st Floor 

New York, New York 10036-2714 
(212) 835-1400 
Attorney for Applicant 
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"Metal engineering dictionary" 



Box A 

Soft Solder [soft solder or solder] Lead-tin alloy solder, which 
is different from a copper alloy used in forge welding. The 
melting point is about 300° or more, and the composition and the 



melting point are shown in the following table. 



Pb 


Sn 


Bi 


Sb 




Cd 


Liquid Phase range 




Balance 


3940 




2-2.5 








General purpose solder 


Balance 


29-30 




1-1.5 










66.66 


33.33 














50 


50 












Plumber's solder 


60 


38 




2 










60 


39 




1 










Balance 


44-45 




2.5 








Tinsmith solder 


40 


60 














40 


20 


40 








113 




54 


16 


30 








170 




39.5 


39.5 








19 


136-165 


2%Zn 


64 


20 


16 








212 




70 


14 


16 








238 




Balance 


14-15 






1.5-2 




170-200 


0.5% In 


77.5 


15 


5 


1 


1.5 




258 




78.25 


20 


0.5 




1.25 




270 




87.75 


10 






2.25 




290 




96 








3 




310 


1% In 



Box B 

Hard Solder [hard solder] Hard solder has a melting point much 
higher than that of soft solder, and high adhesiveness and 
toughness. This is widely used in industrial fields. The hard 
solder is classified into brass solder, silver solder (Ag 10 to 
80%, Cu 16 to 50%, Zn 3 to 38%, melting point about 800°C) , copper 
solder, nickel silver solder, and gold solder. Among many types 
of brass solder, that containing 58% Cu and 42% Zn has an initial 
melting point of 884°C, a final melting point of 894°C, a tensile 



strength of 23.8 kg/mm 2 (soldered part), and is gilded. The 
melting point and the strength decrease as the zinc content 
increases,. 

Most silver solder contains at least 40% silver, and shows 
excellent mechanical properties such as elongation. The silver 
solder is used soldering of copper, brass, and bronze. The main 
component other than silver is copper. 
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"Metal term dictionary" 



Box C 

Soft: solder 

Soft solder represents a solder having a melting point 
(327°C or less) that is lower than that of lead. A typical soft 
solder is so-called solder composed of a Pb-Sn alloy. — > Solder 

Box D 

Hard solder 

Hard solder has a melting point that is much higher than 
that of soft solder and high strength. The hard solder is widely 
used as industrial solder. Hard solder is classified into brass 
solder, silver solder, nickel silver solder. 



Type 


Components 


Melting Point °C 


Application 


A typical brass solder 
Atypical silver solder 
A typical nickel silver solder 


42% Cu, 58% Zn 
50%Cu,46%Zn ( 4%Ag 
35% Cu, 57% Zn, 8% Ni 


820 
855 


For soldering of brass containing at least 60% copper 
For soldering of brass containing at least 58% copper 
For soldering of nickel silverware and copper product 
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"New edition of welding handbook" 



Box E 

28. Soft Brazing 
Soft brazing represents bonding of metal with soft solder. 
It is also called soldering, which was derived from solder being 
a typical example of the soft brazing. The soft solder is 
distinguished from hard solder by their melting points; however, 
such a distinction lacks theoretical grounds. The International 
Standard Organization ( ISO) defines solder having a melting 
point of 450°C or less as soft solder and that above the melting 
point as hard solder. 
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"Soldering technology" 

Box F 

2.2 Definition of Soldering 
Soldering 1 * is defined as "bonding of metal with solder" 
according to Standard dictionary and "bonding of mother metal 
with a metal bonding agent having a melting point lower than that 
of the mother metal" according to Century dictionary. Solder 
having a melting point of 450°C or less is called soft solder, 
and soldering with solder having a melting point above 450 °C is 
called brazing. Thus, solder that is composed of tin and lead 
and is generally used belongs to soft solder. 
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